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DETAILED ACTION

Response to Arguments

1 . Applicant's arguments filed 7/6/2005 have been fully considered but they are not

persuasive.

2. With regard to claims 1,16, and 20, and Applicant's assertion that "there is no

reasonable interpretation for the term 'contained' that is not adequately supported by

the description of 'attached' files found in the specification" (Page 6, Lines 25-27 of

Remarks), the Examiner respectfully disagrees. The section of the specification cited by

Applicant in alleged support of this assertion, (Specification, p. 11), states that a file may

be attached by describing the attachment between attachment tags, including

information such as the filename and a description of it. It is clear from this section that

the attachment itself is not contained in the software envelope. At most, a reference to

and description of the attachment is contained within the envelope.

3. Applicant's arguments with regard to claim 12 (Page 6, Line 29 to Page 7, Line 4

of Remarks) are not persuasive for the same reasons discussed above with regard to

claims 1,16, and 20.

4. With regard to claims 1, 6-8, 10, 16, 19, 20, and 22, and Applicant's assertion

that "Dutta does not teach or suggest a plugin in accordance with claim 1" (Page 8, Line

4 of Remarks), Applicant is reminded that one cannot show nonobviousness by
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attacking references individually where the rejections are based on combinations of

references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981 ); In re Merck &

Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986).

Hughes teaches the use of a markup language data file (Col 8, Lines 35-39).

Dutta was cited to teach inclusion of a plugin with a data file that a recipient of that file

does not have the capability to view. Including the plugin allows the recipient to properly

view the file and process accordingly.

With regard to Applicant's assertion that "Dutta's plugin does not correspond to a

schema" (Page 8, Lines 9-10 of Remarks), the Examiner respectfully disagrees.

Applicant argues that a schema "defines the structure and type of contents in a data file"

(Page 8, Line 6 of Remarks). Therefore, it is clear that Dutta's plugin does correspond

to a schema. For example, Dutta teaches including a PNG viewer with a x.PNG file.

Since the file is in PNG format, the PNG viewer plugin must correspond to a schema

defining the structure and type of contents in x.PNG in order to understand the file.

5. In response to applicant's argument that there is no suggestion to combine the

references, the examiner recognizes that obviousness can only be established by

combining or modifying the teachings of the prior art to produce the claimed invention

where there is some teaching, suggestion, or motivation to do so found either in the

references themselves or in the knowledge generally available to one of ordinary skill in

the art. See In re Fine, 837 F.2d 1071. 5 USPQ2d 1596 (Fed. Cir. 1988) and In re

Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Dutta clearly
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discloses that including a plugin to properly interpret a data file is advantageous since it

allows the recipient to understand the file without requiring conversion to another

format. This can make it faster for a client to receive data or even eliminate the need for

conversion at the source (Dutta, Col 7, Line 63 to Col 8, Line 22).

6. With regard to Applicant's assertion that "there is no motivation to add plugins to

Hughes, since Hughes already alleges to have a system for interpreting messages

transmitted between incompatible systems, and does so without using plugins in any

way." (Page 9, Lines 17-19 of Remarks), the Examiner respectfully disagrees. Hughes

merely discloses the use of an "interpretation file", which may be considered a plugin on

its own, that is used to interpret the message body. Even if the interpretation file were

not considered to be a plugin, the mere fact that Hughes teaches another way of

interpreting messages transmitted between incompatible systems does not mean that

the system would not benefit from combination with the system disclosed by Dutta.

Dutta provides a means of transmitting messages between incompatible systems that

does not require converting the messages into any other format, which is very

advantageous, since there is no risk of data loss due to conversion.

7. With regard to claim 4, and Applicant's assertion that Chen does not suggest

"generating a return document with data which could be considered state information"

(Page 1 1 , Lines 3-4 of Remarks), the Examiner respectfully disagrees. Chen discloses

that the return document has a destination address determined by state information.
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since the fields of the return document are pre-filled with data from the first message,

such as source address information (Col 3, Lines 50-60 and Col 4, Lines 40-68).

With regard to Applicant's assertion that state information is distinguishable from

the source/destination addresses of the message (Page 10, Lines 26-27 of Remarks), it

is noted that such limitations do not appear in the rejected claims. Although the claims

are interpreted in light of the specification, limitations from the specification are not read

into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir.

1993), The source/destination addresses are state information, since they may be used

to correlate individual messages with specific exchanges, as described by Applicant.

Claim Rejections - 35 USC §112

8. The following is a quotation of the first paragraph of 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the manner and process of

making and using It, in such full, clear, concise, and exact terms as to enable any person skilled in the

art to which it pertains, or with which it is most nearly connected, to make and use the same and shall

set forth the best mode contemplated by the inventor of carrying out his invention.

9. Claims 1-10, 12-16, and 18-22 are rejected under 35 U.S.C. 112, first paragraph,

as failing to comply with the enablement requirement. The claim(s) contains subject

matter which was not described in the specification in such a way as to enable one

skilled in the art to which it pertains, or with which it is most nearly connected, to make

and/or use the invention.
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10. With regard to claim 1 , the limitation "a first software envelope containing the

data file and a plugin" is not supported by the specification. The specification states only

"In one embodiment of the invention, a plugin or parser may be attached to the software

envelope". Creating a software envelope containing a plugin is a very different

operation from and is not supported by attaching a plugin to a software envelope.

1 1 . With regard to claim 12, the limitation "a plugin with the predetermined

schema" is not supported by the specification. The specification fails to provide support

for a data structure containing a plugin with the claimed characteristics in addition to the

other 4 fields recited in claim 12. The specification describes a data structure containing

the first 3 fields on Page 3 of the specification, by at no point does it describe including

a plugin in the data structure.

12. Claims 16 and 20 have similar recitations to claim 1 , and are rejected under the

same rationale.

1 3. All claims not individually rejected are rejected by virtue of their dependency from

the above claims.

Claim Rejections - 35 USC § 103

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set

forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and

the prior art are such that the subject matter as a whole would have been obvious at the time the

invention was made to a person having ordinary skill in the art to which said subject matter pertains.

Patentability shall not be negatived by the manner in which the invention was made.

15. Claims 1,6-8,10,16,19,20, and 22 are rejected under 35 U.S.C. 103(a) as being

unpatentable over Hughes (US 6,122,372) in view of Dutta et al. (US 6,615,212).

16. With regard to claim 1 ,
Hughes discloses a method for exchanging data between

a source location and a destination location (column 5, lines 39-41) comprising:

generating a data file with a markup language in accordance with a predetermined

schema (column 8, lines 35-39); generating a first software envelope containing the

data file (column 6, lines 6-14); transmitting the data file software envelope to the

destination location (column 5, lines 64-67 - column 6, lines 1-5); and creating an object

from the data file with a plugin corresponding to the predetermined schema (column 9,

lines 25-32 and 47-57). However, Hughes fails to specifically disclose that the software

envelope contains the plugin.

Dutta teaches including a plugin with a data file in response to a request for a

data file which the client does not have the capability to view. The plugin is transmitted

along with the data object so that the client may install the plugin and view the data file

correctly (Col 7, Line 63 to Col 8, Line 1 1 ). This would have been an especially

advantageous addition to the system disclosed by Hughes since it would allow data files

to be packaged with the appropriate plugin to ensure that the client can properly

understand them.



Application/Control Number: 09/605,544 Page 8

Art Unit: 2153

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to include the appropriate plugin with the data file in order

to ensure that the client could properly understand the data file.

17. With regard to claim 6, 19, and 22, Hughes further discloses wherein the markup

language comprises standard generalized markup language (SGML) (Col 8, Lines 35-

39).

1 8. With regard to claim 7, Hughes further discloses wherein the step of transmitting

comprises transmitting the software envelope via electronic mail (Col 8, Lines 43-44).

1 9. With regard to claim 9, Hughes further discloses wherein the step of transmitting

comprises transmitting the software envelope via an intermediate server (Col 5, Lines

48-52).

20. With regard to claim 10, Hughes further discloses a computer-readable medium

having computer-executable instructions for performing the steps recited in claim 1

(Note that it is inherent that in order to perform the method steps there must be a

computer-readable medium with computer-executable instructions.).

21 . With regard to claim 16, Hughes discloses a method for creating data at a source

location to transmit to a destination location (column 5, lines 39-41), comprising the
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steps of: generating a data file with a markup language in accordance with a

predetermined schema (column 8, lines 35-39); generating a software envelope

containing the data file (column 6, lines 6-14); identifying a plugin corresponding to the

predetermined schema that creates an object from the data file (column 9, lines 25-32);

and transmitting the software envelope to the destination location (column 5, lines 64-67

- column 6. lines 1-5). However, Hughes fails to specifically disclose that the software

envelope contains the plugin.

Dutta teaches including a plugin with a data file in response to a request for a

data file which the client does not have the capability to view. The plugin is transmitted

along with the data object so that the client may install the plugin and view the data file

correctly (Col 7, Line 63 to Col 8, Line 11). This would have been an especially

advantageous addition to the system disclosed by Hughes since it would allow data files

to be packaged with the appropriate plugin to ensure that the client can properly

understand them.

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to include the appropriate plugin with the data file in order

to ensure that the client could properly understand the data file.

22. With regard to claim 20, Hughes discloses a method for extracting data from a

file transmitted from a source location, comprising the steps of: receiving a software

envelope containing a data file marked up with a markup language in accordance with a

predetermined schema (column 5, lines 64-67 - column 6, lines 1-5); and creating an
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object from the data file with the plug-in (column 9, lines 25-32). However, Hughes fails

to specifically disclose that the software envelope contains the plugin.

Dutta teaches including a plugin with a data file in response to a request for a

data file which the client does not have the capability to view. The plugin is transmitted

along with the data object so that the client may install the plugin and view the data file

correctly (Col 7, Line 63 to Col 8, Line 1 1 ). This would have been an especially

advantageous addition to the system disclosed by Hughes since it would allow data files

to be packaged with the appropriate plugin to ensure that the client can properly

understand them.

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to include the appropriate plugin with the data file in order

to ensure that the client could properly understand the data file.

23. Claims 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Hughes (US 6,122,372) in view of Dutta et al. (US 6,615,212) in further view of Chen et

al. (US 6,507,856).

24. With regard to claim 2, while the system disclosed by Hughes in view of Dutta

shows substantial features of the claimed invention (discussed above), it fails to

disclose generating a second software envelope from the information contained in the

first software envelope.

Chen discloses a system for exchanging messages over a network including
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automatically generating a second software envelope from the information contained in

the first software envelope (Col 3, Lines 50-60). This would have been an advantageous

addition to the system disclosed by Hughes in view of Dutta since it would have

provided greater efficiency when transferring a document back to the original

destination.

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to generate a second software envelope form the

information contained in the first software envelope since it would have provided greater

efficiency when transferring a document back to the original destination.

25. With regard to claim 3, Chen further discloses generating a second envelope

having a destination address matching the source address of the first envelope (Col 3,

Lines 50-60).

26. With regard to claim 4, Chen further discloses generating a second software

envelope having a destination address determined by the state information (Col 3, Lines

50-60).

27. Claims 5, 18 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable

over Hughes (US 6,122,372) in view of Dutta et al. (US 6,615,212) in further view of

Lection et al. (US 6,446,110).
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28. With regard to claims 5, 18, and 21 , while the system disclosed by Hughes in

view of Dutta shows substantial features of the claimed invention (discussed above), it

fails to specifically disclose that the markup language comprises extensible markup

language (XML).

Lection discloses using the well-known markup language XML to generate a data

File (Col 6, Lines 34-35 and Fig 13A). This would have been an advantageous addition

to the system disclosed by Hughes and Dutta since XML allows great flexibility in

organizing and presenting information in the data file.

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to use XML as the markup language in the system

disclosed by Hughes and Dutta since it is a well-known language that allows great

flexibility in organizing and presenting information in the data file.

29. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hughes

(US 6,122,372) in view of Dutta et al. (US 6,615,212) in further view of Official Notice.

30. With regard to claim 8, while the system disclosed by Hughes in view of Dutta

shows substantial features of the claimed invention (discussed above), including that

the messages may be transmitted "by HTML" (Col 8, Lines 43-47), it fails to specifically

recite that the step of transmitting comprises transmitting the software envelope via

HTTP.

The Examiner takes Official Notice that transmitting messages via HTTP is old
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and well-known in the art. HTML messages are usually transmitted via HTTP, during

operations such as loading a web page. HTTP would have been the most common

means of transmitting HTML at the time the invention was made, and would almost

certainly have been used.

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to use HTTP to transmit HTML formatted messages since

HTTP is the most common transport protocol for HTML.

31. Claims 12-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over

Lection et al. (US 6,446,110) in view of Dutta et al. (US 6,615,212).

32. With regard to claim 12, Lection discloses a computer-readable medium having

stored thereon a data structure comprising: a data field containing address information

(see column 9, line 19 ("host port number")); a data field containing the identification of

a predetermined schema (see column 9, lines 4-6); a data field containing a data file

formatted with a markup language in accordance with the schema (figures 13A-13E,

col. 10 lines 14-19); and a data field containing manifest information corresponding to

the information contained in the data file data field (see figure 10A-10E, column 9, lines

7-9 and 22-30). However, Lection fails to disclose that the data structure comprises a

plugin configured to create an object from the data file in accordance with the

predetermined schema.



Application/Control Number: 09/605,544 Page 14

Art Unit: 2153

Dutta teaches including a plugin with a data file in response to a request for a

data file which the client does not have the capability to view. The plugin is transmitted

along with the data object so that the client may install the plugin and view the data file

correctly (Col 7, Line 63 to Col 8, Line 1 1 ). This would have been an especially

advantageous addition to the data structure disclosed by Lection since it would allow

data files to be packaged with the appropriate plugin to ensure that the client can

properly understand and utilize them.

Therefore, it would have been obvious to one of ordinary skill in the art at the

time the invention was made to include the appropriate plugin with the data file in order

to ensure that the client could properly understand and utilize the data file.

33. With regard to claim 13, Lection further discloses a data field containing state

information (see column 9, lines 16-18).

34. With regard to claim 14, Lection further discloses wherein the state information

contains address information (see column 9, line 19 ("host port number")).

35. With regard to claim 15, Lection further discloses wherein the address

information contains an address for replying to a message (see Fig. 4; Note that the

double arrows show that the datastreams are going in both directions between the

source and destination and therefore the address information must contain an address

for replying to the datastream message in order for it to be transmitted back to the host).
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Conclusion

36. THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of time

policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE

MONTHS from the mailing date of this action. In the event a first reply is filed within

TWO MONTHS of the mailing date of this final action and the advisory action is not

mailed until after the end of the THREE-MONTH shortened statutory period, then the

shortened statutory period will expire on the date the advisory action is mailed, and any

extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of

the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the mailing date of this final action.

37. Any inquiry concerning this communication or earlier communications from the

examiner should be directed to Aaron Strange whose telephone number is 571-272-

3959. The examiner can normally be reached on M-F 8:30-5:00.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's

supervisor, Glen Burgess can be reached on 571-272-3949. The fax phone number for

the organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for

published applications may be obtained from either Private PAIR or Public PAIR.

Status information for unpublished applications is available through Private PAIR only.

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should

you have questions on access to the Private PAIR system, contact the Electronic

Business Center (EBC) at 866-217-9197 (toll-free).


